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Directive (EU) 2015/2436 of the European Parliament and of the
Council of 16 December 2015 to approximate the laws of the Member
States relating to trade marks (Recast) (Text with EEA relevance)

CHAPTER 2

SUBSTANTIVE LAW ON TRADE MARKS

SECTION 3

Rights conferred and limitations

Article 10
Rights conferred by a trade mark

The registration of a trade mark shall confer on the proprietor exclusive rights therein.

Without prejudice to the rights of proprietors acquired before the filing date or the

priority date of the registered trade mark, the proprietor of that registered trade mark shall be
entitled to prevent all third parties not having his consent from using in the course of trade, in
relation to goods or services, any sign where:

a

b

c

- 0O &0

4

the sign is identical with the trade mark and is used in relation to goods or services
which are identical with those for which the trade mark is registered;

the sign is identical with, or similar to, the trade mark and is used in relation to goods or
services which are identical with, or similar to, the goods or services for which the trade
mark is registered, if there exists a likelihood of confusion on the part of the public;
the likelihood of confusion includes the likelihood of association between the sign and
the trade mark;

the sign is identical with, or similar to, the trade mark irrespective of whether it is used
in relation to goods or services which are identical with, similar to, or not similar to,
those for which the trade mark is registered, where the latter has a reputation in the
Member State and where use of that sign without due cause takes unfair advantage of,
or is detrimental to, the distinctive character or the repute of the trade mark.

The following, in particular, may be prohibited under paragraph 2:
affixing the sign to the goods or to the packaging thereof;

offering the goods or putting them on the market, or stocking them for those purposes,
under the sign, or offering or supplying services thereunder;

importing or exporting the goods under the sign;
using the sign as a trade or company name or part of a trade or company name;
using the sign on business papers and in advertising;

using the sign in comparative advertising in a manner that is contrary to Directive
2006/114/EC.

Without prejudice to the rights of proprietors acquired before the filing date or the

priority date of the registered trade mark, the proprietor of that registered trade mark shall also
be entitled to prevent all third parties from bringing goods, in the course of trade, into the
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Member State where the trade mark is registered, without being released for free circulation
there, where such goods, including the packaging thereof, come from third countries and bear
without authorisation a trade mark which is identical with the trade mark registered in respect
of such goods, or which cannot be distinguished in its essential aspects from that trade mark.

The entitlement of the trade mark proprietor pursuant to the first subparagraph shall
lapse if, during the proceedings to determine whether the registered trade mark has
been infringed, initiated in accordance with Regulation (EU) No 608/2013, evidence is
provided by the declarant or the holder of the goods that the proprietor of the registered
trade mark is not entitled to prohibit the placing of the goods on the market in the country
of final destination.

5 Where, under the law of a Member State, the use of a sign under the conditions referred
to in paragraph 2 (b) or (¢) could not be prohibited before the date of entry into force of the
provisions necessary to comply with Directive 89/104/EEC in the Member State concerned, the
rights conferred by the trade mark may not be relied on to prevent the continued use of the sign.

6 Paragraphs 1, 2, 3 and 5 shall not affect provisions in any Member State relating to the
protection against the use of a sign other than use for the purposes of distinguishing goods or
services, where use of that sign without due cause takes unfair advantage of, or is detrimental
to, the distinctive character or the repute of the trade mark.

Article 11

The right to prohibit preparatory acts in relation to the use of packaging or other means

Where the risk exists that the packaging, labels, tags, security or authenticity features or
devices, or any other means to which the trade mark is affixed, could be used in relation
to goods or services and that use would constitute an infringement of the rights of the
proprietor of a trade mark under Article 10(2) and (3), the proprietor of that trade mark
shall have the right to prohibit the following acts if carried out in the course of trade:

(a) affixing a sign identical with, or similar to, the trade mark on packaging, labels, tags,
security or authenticity features or devices, or any other means to which the mark may
be affixed;

(b) offering or placing on the market, or stocking for those purposes, or importing or

exporting, packaging, labels, tags, security or authenticity features or devices, or any
other means to which the mark is affixed.

Article 12

Reproduction of trade marks in dictionaries

If the reproduction of a trade mark in a dictionary, encyclopaedia or similar reference
work, in print or electronic form, gives the impression that it constitutes the generic
name of the goods or services for which the trade mark is registered, the publisher of the
work shall, at the request of the proprietor of the trade mark, ensure that the reproduction
of the trade mark is, without delay, and in the case of works in printed form at the latest
in the next edition of the publication, accompanied by an indication that it is a registered
trade mark.
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Article 13

Prohibition of the use of a trade mark registered
in the name of an agent or representative

1 Where a trade mark is registered in the name of the agent or representative of a person
who is the proprietor of that trade mark, without the proprietor's consent, the latter shall be
entitled to do either or both of the following:

a oppose the use of the trade mark by his agent or representative;

b demand the assignment of the trade mark in his favour.

2 Paragraph 1 shall not apply where the agent or representative justifies his action.

Article 14

Limitation of the effects of a trade mark

1 A trade mark shall not entitle the proprietor to prohibit a third party from using, in
the course of trade:

a the name or address of the third party, where that third party is a natural person;

b signs or indications which are not distinctive or which concern the kind, quality,
quantity, intended purpose, value, geographical origin, the time of production of goods
or of rendering of the service, or other characteristics of goods or services;

¢ the trade mark for the purpose of identifying or referring to goods or services as those
of the proprietor of that trade mark, in particular, where the use of the trade mark
is necessary to indicate the intended purpose of a product or service, in particular as
accessories or spare parts.

2 Paragraph 1 shall only apply where the use made by the third party is in accordance
with honest practices in industrial or commercial matters.

3 A trade mark shall not entitle the proprietor to prohibit a third party from using, in
the course of trade, an earlier right which only applies in a particular locality, if that right is
recognised by the law of the Member State in question and the use of that right is within the
limits of the territory in which it is recognised.

Article 15

Exhaustion of the rights conferred by a trade mark

1 A trade mark shall not entitle the proprietor to prohibit its use in relation to goods
which have been put on the market in the Union under that trade mark by the proprietor or with
the proprietor's consent.

2 Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to
oppose further commercialisation of the goods, especially where the condition of the goods is
changed or impaired after they have been put on the market.



4 Directive (EU) 2015/2436 of the European Parliament and of the Council of 16...
CHAPTER 2 SECTION 3
Document Generated: 2023-08-19

Status: This is the original version (as it was originally adopted).

Article 16

Use of trade marks

1 If, within a period of five years following the date of the completion of the registration
procedure, the proprietor has not put the trade mark to genuine use in the Member State in
connection with the goods or services in respect of which it is registered, or if such use has been
suspended during a continuous five-year period, the trade mark shall be subject to the limits and
sanctions provided for in Article 17, Article 19(1), Article 44(1) and (2), and Article 46(3) and
(4), unless there are proper reasons for non-use.

2 Where a Member State provides for opposition proceedings following registration, the
five-year period referred to in paragraph 1 shall be calculated from the date when the mark can
no longer be opposed or, in the event that an opposition has been lodged, from the date when a
decision terminating the opposition proceedings became final or the opposition was withdrawn.

3 With regard to trade marks registered under international arrangements and having
effect in the Member State, the five-year period referred to in paragraph 1 shall be calculated
from the date when the mark can no longer be rejected or opposed. Where an opposition has
been lodged or when an objection on absolute or relative grounds has been notified, the period
shall be calculated from the date when a decision terminating the opposition proceedings or a
ruling on absolute or relative grounds for refusal became final or the opposition was withdrawn.

4 The date of commencement of the five-year period, as referred to in paragraphs 1 and
2, shall be entered in the register.

5 The following shall also constitute use within the meaning of paragraph 1:

a use of the trade mark in a form differing in elements which do not alter the distinctive
character of the mark in the form in which it was registered, regardless of whether or
not the trade mark in the form as used is also registered in the name of the proprietor;

b affixing of the trade mark to goods or to the packaging thereof in the Member State
concerned solely for export purposes.

6 Use of the trade mark with the consent of the proprietor shall be deemed to constitute
use by the proprietor.

Article 17

Non-use as defence in infringement proceedings

The proprietor of a trade mark shall be entitled to prohibit the use of a sign only to the
extent that the proprietor's rights are not liable to be revoked pursuant to Article 19 at
the time the infringement action is brought. If the defendant so requests, the proprietor
of the trade mark shall furnish proof that, during the five-year period preceding the date
of bringing the action, the trade mark has been put to genuine use as provided in Article
16 in connection with the goods or services in respect of which it is registered and which
are cited as justification for the action, or that there are proper reasons for non-use,
provided that the registration procedure of the trade mark has at the date of bringing the
action been completed for not less than five years.
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Article 18

Intervening right of the proprietor of a later registered
trade mark as defence in infringement proceedings

1 In infringement proceedings, the proprietor of a trade mark shall not be entitled to
prohibit the use of a later registered mark where that later trade mark would not be declared
invalid pursuant to Article 8, Article 9(1) or (2) or Article 46(3).

2 In infringement proceedings, the proprietor of a trade mark shall not be entitled to
prohibit the use of a later registered EU trade mark where that later trade mark would not be
declared invalid pursuant to Article 53(1), (3) or (4), 54(1) or (2) or 57(2) of Regulation (EC)
No 207/2009.

3 Where the proprietor of a trade mark is not entitled to prohibit the use of a later
registered trade mark pursuant to paragraph 1 or 2, the proprietor of that later registered
trade mark shall not be entitled to prohibit the use of the earlier trade mark in infringement
proceedings, even though that earlier right may no longer be invoked against the later trade
mark.



