STATUTORY INSTRUMENTS

2013 No. 2235
TRADE MARKS

The Trade Marks (Fast Track Opposition) (Amendmentes

2013
Made - - - - 4th September 2013
Laid before Parliament 6th September 2013
Comingintoforce - - 1st October 2013

The Secretary of State makes the following rulegxarcise of the powers conferred upon the
Secretary of State by sections 38(2) and 78 oTthde Marks Act 1994).

Citation and commencement

1. These Rules may be cited as the Trade Marks {Fask Opposition) (Amendment) Rules
2013 and shall come into force on 1st October 2013.

Amendmentsto the Trade M arks Rules 2008

2—(1) The Trade Marks Rules 2003 hall be amended as follows—
(2) In Rule 2(1), after the definition of “the Act” iag—

““fast track opposition” means an opposition—

(a) brought solely on grounds under section 5(B(2) of the Act,

(b) based on no more than 3 earlier trade marks$, ebwhich is registered in the UK
or in the EU, or is protected in one or anothethoke territories as an international
trade mark (UK) or (EU),

(c) where proof of use of the earlier marks canpbevided with the notice of
opposition, and

(d) which the opponent considers may be determinigdout the need for further
evidence and without an oral hearing.”

(3) At the beginning of Rule 17(1) omit “Any” and inséBubject to Rule 17A, any”.
(4) After Rule 17, insert Rule 17A as follows—

“Opposition proceedings. filing of notice of fast track opposition; section 38(2) (Form
TM7F))

17A.—(1) A notice to the registrar of fast track oppiosi to the registration, including
the statement of the grounds of opposition, mafjiée on Form TM7F.

(8) 1994 c.26.

(b) S.I. 2008/1797 as amended by S.l. 2013/444 arwhioh there are further amendments which are eletvant to these
Rules.



(2) A notice of fast track opposition to the regisibn filed on Form TM7F and a notice
of opposition to the registration filed on Form TNRall constitute alternatives and an
opponent shall not maintain more than one oppositigainst the same trade mark
application.

(3) Unless paragraph (4) applies, the time preedritor the purposes of section 38(2)
shall be the period of two months beginning immtsdyaafter the date on which the
application was published.

(4) This paragraph applies where a request foxemsion of time for the filing of Form
TM7 or TM7F has been made on Form TM7A, beforeetk@ry of the period referred to in
paragraph (3) and where this paragraph appliestirtiee prescribed for the purposes of
section 38(2) in relation to any person havingdfie Form TM7A (or, in the case of a
company, any subsidiary or holding company of tt@hpany or any other subsidiary of
that holding company) shall be the period of thremths beginning immediately after the
date on which the application was published.

(5) Forms TM7F and TM7A shall be filed electronigalsing the filing system provided
on the Office website or by such other means asetfjistrar may permit.

(6) There shall be included in the statement ofgiteeinds of opposition a representation
of that mark and—

(a) the details of the authority with which the knarregistered or protected:;
(b) the registration number of that mark;
(c) the goods and services in respect of which—

(i) that mark is registered, and

(ii) the opposition is based;

(d) the date of completion of the registration mahare or of granting protection to an
international trade mark (UK) or (EU); and

(e) where the registration or protection procedareghe mark was completed before
the start of the period of five years ending wite tate of publication, a statement
detailing whether during the period referred te@ction 6A(3)(a¥) the mark has
been put to genuine use in relation to each ofthas and services in respect of
which the opposition is based.

(7) Where the earlier mark is subject to proof s wnder section 6A of the Act, the
proof of use that the opponent wishes to rely ugtwall be provided with the notice of fast
track opposition.

(8) The registrar shall send a copy of Form TM7Rhe applicant and the date upon
which this is sent shall, for the purposes of A8ebe the “notification date”.

(9) In this rule “subsidiary” and “holding compantitave the same meaning as in the
Companies Act 2006§.”

(5) In Rule 19, insert after paragraph (1)—
“(1A) This rule shall not apply to fast track oppimss.”
(6) In Rule 20, insert after paragraph (4)—

“(5) Paragraphs (1)—(3) of this Rule shall not ggdplfast track oppositions but paragraph
(4) shall apply.”

(7) In Rule 62—
(a) for paragraph (1)(e) substitute—
“(e) allow a statement of case to be amended, peavihat—

() Section 6A(3)(a) was inserted into the Trade Makkt 1994 by S.I. 2004/946.
(b) 2006 c. 46.



(i) where an application is made to add groundspgosition other than under
subsections 5(1) or (2) of the Act, the applicatghall be made on Form
TM7G; and

(ii) in the case of fast track oppositions theistrgr may only permit a statement
of case to be amended to add additional or aliena&arlier registered or
protected trade marks as additional grounds of siipon under subsections
5(1) or 5(2) of the Act, provided that the totalnmoer of earlier trade marks
relied upon may not exceed three;”

(b) for paragraph (1)(g) substitute—

“(g) consolidate proceedings provided that whefasatrack opposition is consolidated
with other non-fast track proceedings, it shalllooger be treated as a fast track
opposition;”;

(c) after “inadmissible” in paragraph (1)(i) insert—

() direct that with effect from the date spedfitn the direction opposition
proceedings which have been commenced on Form T&&7B fast track
opposition but which do not satisfy the criteria &ofast track opposition may
continue as if the opposition proceedings were @position to the
registration commenced under Rule 17 on Form TM77;

(d) after paragraph (4) insert—
“(5) In the case of a fast track opposition—
(a) proceedings shall be held orally only if thdi€f requests it or if either party to

the proceedings requests it and the registrar derssithat oral proceedings are
necessary to deal with the case justly and at ptiopate cost; and

(b) the parties shall be given at least fourteeys'daotice beginning on the date on
which the notice is sent, of the time when the pralceedings are to take place
unless each party to the proceedings consentottesimotice.

(6) In the case of a fast track opposition, wheryeral hearing is held, the registrar shall

give the parties the opportunity to provide argutsem writing before reaching a decision
that is adverse to either party.”

(8) After Rule 63(2) insert paragraph (3)—
“(3) This Rule shall not apply to fast track opyiasi proceedings.”
(9) In Rule 71—
(a) at the beginning of paragraph (1) omit “Notice” andert “Subject to paragraph (1A),
notice”;
(b) after paragraph (1) insert—
“(1A) Where the appeal arises in proceedings betwa® or more parties, notice of

appeal to the person appointed under section Abtehéiled on Form TM55P, which shall
include the appellant’s grounds of appeal and &s$& én support of the appeal.”;

(c) for paragraph 71(2) substitute—
“(2) Forms TM55 or TM55P shall be filed within theeriod of 28 days beginning

immediately after the date of the registrar’s decisvhich is the subject of the appeal (“the
original decision”).”

Younger of Leckie
Parliamentary Under-Secretary of State for Busingsovation and Skills
4th September 2013 Department for Business, Infmvand Skills



EXPLANATORY NOTE
(This note is not part of the Rules)

These Rules amend The Trade Marks Rules 20082()8/1797) (the “2008 Rules”) to provide
for an additional fast track opposition procedunder the Trade Marks Act 1994 (the “Act”).

A new definition of fast track opposition is ins&itin Rule 2 of the 2008 Rules. The definition
has four elements so that a fast track opposiidmought solely on grounds under section 5(1) or
5(2) of the Act, is based on no more than 3 eattaate marks, each of which is registered in the
UK or in the EU, or is protected in one or anotb&ithose territories as an international trade
mark (UK) or (EU), where proof of use of the earlmarks can be provided with the notice of
opposition, and which the opponent considers camldtermined without the need for further
evidence and without an oral hearing.

The new Rule 17A sets out the procedure for filngotice of fast track opposition on Form
TM7F which is to be filed electronically.

Rules19 and 20(1)—(3) are disapplied from faskt@mpositions but Rule 20(4), which provides
that the registrar may at any time give leave tioegiparty to file evidence upon such terms as the
registrar thinks fit, does apply.

Rules 62(1)(e) and (g) set out rules concerningathendment of the statement of case and the
consolidation of proceedings for fast track opposs.

A new Rule 62(5) provides that a dispute relatm@ fast track opposition may be heard before
the registrar only if the Office requests it orither party to the proceedings requests it and the
registrar considers that oral proceedings are sacg that case.

A new Rule 62(6) provides that where no oral hepisnheld, the registrar shall give the parties
an opportunity to set out their arguments in wgtbrefore reaching a decision.

Rule 63 is disapplied from fast track oppositions.

Rule 71 provides that when an appeal arises inggtings between two or more parties then the
notice of appeal to the person appointed shalilbé 6n Form TM55P.

A full impact assessment of the effect that thirimment will have on the costs of business and
the voluntary sector is available from the Intelled Property Office, Concept House, Cardiff
Road, Newport NP10 8QQ and is annexed to the Eapay Memorandum which is available
alongside the instrument on www.legislation.gov@kpies have also been placed in the libraries
of both Houses of Parliament.
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